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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) Which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1,5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Alferness et al. ('951) in view of Laufer et al. ('255). 

As to claim 1 , Alferness et al. disclose a method for lung volume reduction (see' 
abstract and col. 2, lines 28-30), said method comprising: deploying an obstructive 
device (74 and fig.1 1) in a lung passageway to a lung tissue segment (col. 4, lines 13- 
25); and aspirating the segment through the deployed obstructive device to at least 
partially collapse the lung segment (col. 5, lines 18-30). 

The difference between Alferness et al. and claim 1 is deploying the obstructive 
device through an access catheter. 

Laufer et al. teach using an access catheter (i.e. a bronchoscope (230)) having at 
least one working channel (figs.8 and 9) and a lens (col. 8, line 12) for the purpose of 
visualizing a target treatment prior to positioning a treatment catheter (270) 
therethrough and precisely at the treatment site. 

It would have been obvious to modify the manner of positioning the obstructive 
device of Alferness et al. to include the introduction of the delivery catheter of Alferness 
et al. into the working channel of a bronchoscope because it (i.e. the bronchoscope) 
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would have provided a means to enable medical personnel to view the target site prior 
to placement of the treatment device as taught by Laufer et aL 

As to claim 5, Alferness et al. as modified by Laufer et al. disclose a system for 
obstructing a lung passageway to a lung tissue segment, said system comprising: an 
access catheter (230 of Laufer et al.) having a proximal end, a distal end (figs.8,9 of 
Laufer et al.), and at least one lumen extending therethrough, and an obstruction device 
(74 of Alferness et al.) deployable within the lung passageway having an inlet port 
adapted for aspirating (col. 5, lines 18-20 and lines 26-30 of Alferness et al.) the lung 
tissue segment through the inlet port, wherein the obstruction device is introduceable by 
the access catheter (230 of Laufer et al.). 

3. Claims 6,13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Alferness et al. ('951 ) in view of Laufer et al.('255) as applied to claims 1,5, above, and 
further in view of Daniel et al. ('455). 

The difference between Alferness et al. as modified by Laufer et al. and claim 6 is 
the incorporation of the obstruction device into a kit that also includes instructions for 
use according to a method of lung volume reduction. 

Daniel et al. teach the incorporation of an obstruction device (e.g. endoscope) into a 
kit that also includes instructions for use (col. 5, lines 30-38) for the purpose of providing 
medical personnel with both the equipment and instructions for performing surgical 
procedures within a patient's thoracic cavity using an endoscope. 

It would have been obvious to further modify the obstruction device of Alferness et 
al. to incorporate it into a kit and include instructions for performing surgical procedures 
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because it would have provided medical personnel with both the equipment and 
instructions for performing surgical procedures within a patient's chest cavity as taught 
by Daniel et al.. 

Claim 13 is substantially equivalent in scope to claim 6 and is included in Alferness 
et al. as modified by Laufer et al. and Daniel et al. for the reasons set forth above with 
respect to claim 6. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 1 02(e)). 

5. Claims 9,10,12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Alferness et al. ('951 ). 

As to claim 9, Alferness et al. disclose a method of lung volume reduction, said 
method comprising: releasing an obstructive device (74) in a lung passageway (50) to a 
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lung tissue segment; and aspirating (col.5, lines 18-20 and lines 26-30; col. 6, lines 56- 
65 and coL4, lines 13-25) the segment through the released obstructive device to at 
least partially collapse the lung segment. 

As to claim 10, Alferness et al. disclose a method for lung volume reduction, said 
method comprising: deploying an obstructive device (74) comprising a valve 
(90,100,1 10) in a lung passageway to a lung tissue segment; and aspirating (col.5, lines 
18-20 and lines 26-30; col. 6, lines 56-65 and col. 4, lines 13-25) the segment through 
the deployed obstructive device to at least partially collapse the lung segment. 

As to claim 12, Alferness et al. disclose a method for lung volume reduction, said 
method comprising: deploying an obstructive [device] (74) in a lung passageway to a 
lung tissue segment, and aspirating (col.5, lines 18-20 and lines 26-30; col. 6, lines 56- 
65 and col.4, lines 13-25) the segment through the deployed obstructive device to at 
least partially collapse the lung segment. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7 ) 

7. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Alferness et al. ('951) in view of Laufer et al. ('255). 

The difference between Alferness et al. and claim 1 is deploying the obstructive 
device through an access catheter. 
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Laufer et al. teach using an access catheter (i.e. a bronchoscope (230)) having at 
least one working channel (figs.8 and 9) and a lens (col. 8, line 12) for the purpose of 
visualizing a target treatment prior to positioning a treatment catheter (270) 
therethrough and precisely at the treatment site. 

It would have been obvious to modify the manner of positioning the obstructive 
device of Alferness et al. to include the introduction of the delivery catheter of Alferness 
et al. into the working channel of a bronchoscope because it (i.e. the bronchoscope) 
would have provided a means to enable medical personnel to view the target site prior 
to placement of the treatment device as taught by Laufer et al.. 

Claim Objections 

8. Claim 12 is objected to because of the following informalities: in line 2, the word 
-device — or an equivalent word appears to have been inadvertently omitted following 
"...obstructive..." but before "...in...". Appropriate correction is required. 

Response to Arguments 

9. Applicant's arguments with respect to claims 1 ,5,6,9-1 3 have been considered 
but are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AARON J. LEWIS whose telephone number is (571) 
272-4795. The examiner can normally be reached on 9:30AM-6:00PM M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, HENRY A. BENNETT can be reached on (571) 272-4791. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

I 

you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). r\ f) 
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